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Claims Analysis 

It is noted for the record that whereas many of the claims are directed, at least in 
part, to an unsupported, crosslinked polyorganosiloxane film, no such requirement of 
claims 1-4 is made. That is to say, the films described in these claims may, in fact, be 
unsupported or, alternatively, may exist as laminates on a substrate. In this way, they 
are not unlike perhaps hundreds of other films disclosed in the prior art that are derived 
from hydrosilylation-curable polysiloxanes. Claim 5 simply describes an addition- 
curable polysiloxane composition and is anticipated by a litany of documents in the 
patent literature. 

The word "film" as described in the 14 th edition of Hawley's Chemical Dictionary 
is a thin continuous sheet of a substance having no precise upper limit of thickness but 
is reasonably less than 0.010 inches thick. While the Examiner is not attaching an 
upper limit to the thickness of an anticipatory film, consistent with the aforementioned 
definition, it is believed that any practical interpretation of the claim would require that a 
similar article being described by the prior art should probably have a thickness not 
more than double the thickness advocated by Hawley's. 

Concerning claims 9-13, it is the position of the Examiner that a reference must 
provide some indication that the silicone layer of a described laminate structure ha the 
mechanical properties necessary for that layer to exist as a self-supporting film. For 
instance, the prior art describes many times a metal film coated with a silicone-based 
adhesive (the Examiner believes that a laminated film featuring a silicone layer on an 
inorganic layer is physically indistinguishable from a laminated film wherein a metal 
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layer is applied on top of a silicone layer). Clearly, the adhesive layer would not 
constitute a self-supporting layer in the context of Applicant's invention. This is but one 
example of an article known in the prior art that resembles the claimed invention in 
some respects but fails to satisfy all of the required attributes. 

Finally, concerning the light absoprtion behavior expressed in claims 4, 9, and 
14, the ability of a moleculae to absorb radiation at a particular wavelength is a product 
of structure, i.e the atoms that make up the polymer and their connectivity. Unless a 
prior art document discloses a polysiloxane containing substituents that differ greatly in 
structure from those set out in the claims, the absorption behavior will be considered to 
be inherently satisfied. 

Claim Rejections ■ 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8 and 11-13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Each of these claims either expressly recites 
as one attribute of their invention an, "unsaturated aliphatic group in one molecule." 
This is clearly an inaccurate characterization of one of the polymer materials included in 
Applicant's invention. As the Examiner understands the invention, a favored 
embodiment is one wherein the crosslinkable polymer contains alkenyl substituents in 
every molecule , and more than one alkenyl group at that so as to impart crosslinkability 
to said polymer. To clarify the Examiner's own description, it is appreciated that the 
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favored embodiment is one wherein one of the polymer materials contains alkene- 
functionalization and the other contains hydrosilyl groups and, hence, not every polymer 
molecule necessarily contains alkenyl substituents. Better stated, every molecule of the 
base polymer contains alkenyl substitution and every molecule of the crosslinking agent 
contains hydrosilyl groups. 

The Examiner submits that Applicant should simply restate this aspect of the 
invention by removing the phrase "in one molecule" while being clear that there are a 
plurality of alkenyl groups in this component. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1 , 4, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kushibiki et al. U.S. Patent #5,739,948. They disclose a refractive index modulation 
device featuring as one aspect of their invention a polysiloxane film applied onto a light 
propagating medium. According to column 2, lines 53-55, there is no specific 
absorption band between 350 and 1600 nm and the transmissivity is above 80% in this 
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range. The polysiloxane resins are relatively unlimited in their structure any may 
include MT and MQ resins (top of column 4) containing groups that enable them to be 
crosslinked by addition-type reactions (column 4, lines 58-60, column 5, lines 7-15). 

Claims 1 and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ona et al., U.S. Patent # 4,557,887. See the abstract and the description of the 
polymer materials that comprise the addition-curable composition in column 2, lines 30- 
60. 

Claims 1 , 5, and 6 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Imai et al., U.S. Patent # 6,358,615. A rubber connector is described containing 
alternating layers of silicone rubber carrying electroconductive particles and insulating 
silicone rubber layers devoid of electroconductive particles. The detailed description 
mentions both hydrosilylation- and peroxide-curable polysiloxanes as suitale for the 
manufacture of the connectors. Relevant to the present discussion, a method is 
described in column 10, lines 12-39 wherein an insulating silicone rubber is applied to a 
PET film followed by the application and curing of a electroconductive 
polyorganosiloxane layer. Thereafter, the silicone film is peeled away from the PET 
film. 

Claim 4 is not rejected over this reference because the Examiner believes that 
the light transmission properties are probably not satisfied due to the presence of metal 
particles in one layer of the film. 

Claims 1 , 5, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
JP 52-86985. The abstract describes an addition-curable composition used in 
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preparing the film and the title indicates that it is easily peeled away from whatever 
substrate over which it had been applied. 

As with Imai, claim 4 is not rejected over this reference because silica powder is 
apparently a required component of the film-forming composition and its impact on 
transmissivity is unknown without knowing more about the silica itself such as, for 
instance, the particle size of the silica. 

Claims 1 and 4-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Ito 
et al., JP 4-20570. This reference describes yet another easily peelable silicone rubber 
composition comprising materials typical of a hydrosilylation-curable polysiloxane 
composition. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kushibiki et al. U.S. Patent # 5,739,948. While not explicitly described by the reference, 

it is the Examiner's position that MT and MQ resins containing alkenyl groups, or even 

SiH groups, in the M units are obvious to the skilled artisan in view of teachings alluded 

to supra. 



Application/Control Number: 10/516,840 Page 7 

Art Unit: 1712 

Allowable Subject Matter 

Claims 7 and 8 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. All of the references used to 
reject claim 6 seem to teach nothing other than the utilization of linear polysiloxanes 
though the Japanese references have been submitted for a full written translation to 
confirm this belief. Claims 9-14 are allowable over the prior art. 

As an aside, Applicant is advised that the Examiner has reserved any non- 
statutory type double patenting rejections for a later stage of prosecution with the 
expectation that there will be at least substantial changes to, if not outright cancellation 
of claims 1-5. These claims are incredibly broad in their scope and it wouldn't be 
unreasonable for the Examiner to formulate rejections of these claims over any 
reference disclosing a film derived from similar materials, there probably being literally 
dozens of references over which a double patenting rejection would be merited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




